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THe Unirep STATES TRADE-MARK ASSOCIATION 


522 Fifth Avenue, New York 18, N. Y. 


An Organization for the 
Protection of Trade-Marks and Trade-Names 


The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
perform the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 


During its sixty-six years of existence the Association has been accumulating compre- 
hensive records, files and a general library of information on trade-mark matters. Members or 
their counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 


such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 


and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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RECENT CANADIAN DECISIONS 


PART I 


RECENT CANADIAN DECISIONS IN TRADE-MARK CASES 
By Harold G. Fox 


In recent months four interesting trade-mark judgments have been handed 
down by the Courts of Canada. In the first of these, Battle Pharmaceuticals v. 
British Drug Houses, Limited (December 21, 1945) the Supreme Court of Canada 
dismissed an appeal from the Exchequer Court of Canada. In this case the re- 
spondent registered in 1936 the trade-mark “Multivite” applied to the sale of vitamin 
tablets. In 1943 the appellant registered the trade-mark “‘Multivims” applied to 
the sale of a multiple vitamin and mineral tablet. In the Exchequer Court, Thorson, 
J., on a motion to expunge, held that, despite the fact that the words were com- 
posed of common prefixes and common terminations, the Court was not concerned 
with that feature of the mark but rather with the fact that there was such a simi- 
larity between the two marks in their entireties as would be calculated to deceive. 
The latter mark was, therefore, ordered to be expunged as being unregistrable in 
view of the provisions of Sec. 26 (f) of the Unfair Competition Act, 1932. On 
appeal, it was urged that the two marks were not “similar” within the meaning of 
Sec. 2 (k) of the statute. On this point the Supreme Court held that the onus in 
the proceedings was on the present respondent who alleged resemblance calculated 
to deceive. That question is one to be determined as a matter of first impression 
and decisions upon disputes as to other trade-marks are of no assistance except 
insofar as some principle is enunciated. On this point the Court cited the recent 
decision of the House of Lords in Aristoc Ltd. v. Rysta Ltd. (1945) A. C. 68. The 
Supreme Court adopted the words of the House of Lords, speaking through Vis- 
count Maugham, to the effect that the answer to the question whether the sound of 
one word resembles too nearly the sound of another must nearly always depend 
upon first impression for obviously a person who is familiar with both words will 
neither be deceived nor confused. It is the person who only knows the one word 
and has, perhaps, an imperfect recollection of it, who is likely to be deceived or 
confused. Little assistance, therefore, is to be obtained from a meticulous com- 
parison of the two words, letter by letter and syllable by syllable, pronounced with 
the clarity to be expected from a teacher of elocution. The Court must be careful 
to make allowance for imperfect recollection and the effect of careless pronunciation 
and speech on the part not only of the person seeking to buy under the trade de- 
scription but also of the shop assistant ministering to that person’s wants. Acting 
on that principle, the Court held that the sound of the two words in issue in the 
present case was such as would be likely to cause users of the wares to confuse the 
two. 

On the question of admissibility of evidence the Court agreed that a witness may 
not state his opinion as to the effect the use of a mark would have, or would be 
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likely to have, on the mind of someone else, because that is the very point to be 
determined in the proceedings, but that he may testify as to the effect the use of the 
mark in dispute would have on his own mind. That is one of the circumstances to 
be considered by the Court. 

The second judgment is one rendered by Chief Justice Bond in the Quebec 
Superior Court in the case of Philco Corporation of Canada Ltd. v. Bialik (Janu- 
ary 11, 1946). In this case the petitioner, the well-known manufacturer of radio 
receiving sets, batteries and allied products, also manufactured and sold clothing, 
coats, grille silk and grille cloth materials, all of which goods were sold under its 
trade-mark “Philco.”” Respondent commenced the manufacture and sale of cravats 
under the name of ‘“Philco” and the petitioner brought action to restrain passing off. 

In rendering judgment the Chief Justice pointed out that the present case rests 
essentially upon unfair competition, also called passing off, resulting from re- 
spondent’s illegal use of a name or a word which, in the mind of the public, desig- 
nates and identifies exclusively the petitioner and goods manufactured or sold by it. 
Thus, confusion as to source of the cravats manufactured by the respondent and 
so labelled is bound to arise when such cravats reach the purchasing public. More- 
over, the words “by Philco” appearing on the cravats enable unscrupulous dealers 
to pass them off as being manufactured, marketed, designed, or in some way con- 
nected with the company petitioner. Such cravats, as shown by the evidence, are 
frequently sold in the same stores as “Philco” products. Respondent’s own name 
does not appear anywhere on the cravats or boxes in which they are sold. Only 
the name “Philco” is shown and this appears on the cravats themselves. In effect, 
by the use of the well-known and highly regarded name “Philco” on the cravats, 
the respondent trades upon the reputation, goodwill and selling power of the peti- 
tioner’s trade-name ‘“Philco.” The learned Chief Justice pointed out that the 
present case is not for technical trade-mark infringement. It is what is sometimes 
referred to as a common law trade-mark and the petitioner’s recourse is based upon 
common law rights governing unfair competition and, more particularly, upon the 
well recognized principle that no one is entitled to so represent his goods, whether 
by the use of a name, mark, get-up or otherwise so as to mislead the public into the 
belief that his goods are those of another. The court cited the Unfair Competition 
Act, Sec. 11 and Article 10 bis. of the International Convention upon which that 


section was based, and granted a permanent injunction restraining the respondent 
from using the name “Philco” on the goods in question. 


This decision is one of considerable importance and of far reaching implica- 
tions so far as Canadian jurisprudence is concerned. It demonstrates a welcome 
tendency to disregard the confining doctrines of the common law which restrict the 
action for passing off within narrow limits. The unfortunate trend of these doc- 
trines has been criticized on a number of previous occasions. The present decision 
demonstrates a departure from the views of the common law with respect to pass- 
ing off and an inclination toward the progressive expansion of the law of unfair 
trading which is finding expression in the Courts of the United States and the 


European continent. It is not without significance that this decision emanates from 
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a tribunal administering the civil rather than the common law, influenced as that 
law has been by the philosophical treatises of the continental jurists on the law of 
concurrence déloyale. 

In no other case to date in the history of the law of passing off in Canada has 
relief been given where the goods of both traders fall into different categories or 
classes. In the present case there is no allegation in the pleadings or in the evidence 
that the plaintiff ever made or sold cravats. The goods most nearly similar are de- 
scribed as “decorative designed fabrics (grille cloth material).” In the decisions 
up to now, similarity of both mark and wares has been necessary before relief has 
been granted. This principle has been stated in a number of decisions of which 
Lambert Pharmacal Co. v. Palmer ([{1912], 21 Que. K. B. 451) is a fair example. 
It was there held that there is no general right to a trade-mark or trade-name apart 
from its particular application and other persons may legally use the identical mark 
or name in connection with a different class of goods or business. The right to a 
trade-mark or trade-name, it was pointed out, is merely a prior right to use such 
mark or name in connection with particular goods or a particular business to which 
it has been applied and which it has come to indicate. The classic illustration of 
this principle in the development of the law of passing off is contained in the state- 
ment of the court in Ainsworth v. Walmsley (1866), L. R. 1 Eq. 518 at p. 524: 
















If he does not carry on a trade in iron but carries on a trade in linen and stamps a lion 
on his linen any other person may stamp a lion on iron. 




















This principle has been adhered to in Canada so rigidly that in a recent case 
(In re Belgo Canadian Mfg. Co. Ltd. and Trade-Mark “Oxford” [1944], 4 Fox 
Pat. C. 143) it was held that smoking pipes on the one hand and cigarettes and 
tobaccos on the other hand are not similar wares within the meaning of the Unfair 
Competition Act and there was no likelihood of confusion or deception on the part 
of the public if the mark were registered and used for smoking pipes, notwithstand- 
ing the earlier registration of the same word as applied to cigarettes and tobaccos. 
This fundamental misconception of what ought to be the whole theory of the 
use of a trade-mark has, it is curious to note, existed side by side since the year 1898 
with the principle laid down in England in the Kodak case. (Eastman Photo- 
graphic Materials Co. Ltd. et al. v. John Griffiths Cycle Corporation and Kodak 
Cycle Co. Ltd. [1898], 15 R. P. C. 105). In that case it was held that, although 
the plaintiff company had used and applied its trade-mark only to photographic 
materials, the defendants could not be permitted to use the word “Kodak” as ap- 
plied to bicycles, on the principle stated by Romer, J.: 
It would deceive, in my opinion, the public into supposing that the defendant company 
or the defendants were the same company as the plaintiff company or at any rate con- 
nected with that company and that its goods were the goods of the plaintiff company. 








The present judgment constitutes an aligment with the view expressed in the 
Kodak case rather than with that expressed in such decisions as the Lambert 
Pharmacal case, the Oxford Trade-Mark case, or Ainsworth v. Walmsley. It in- 
dicates a broad acceptance of the principle recently enunciated by the United States 
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Court of Appeals for the Second Circuit in Standard Brands Inc. v. Smidler (1945), 
66 U.S. P. Q. 337: 






The gist of this action for infringement of the plaintiff's mark just as in the related 
cause of action for unfair competition is confusion not as to the kind of product but as to 






the source of the product. 






It is also not without significance that the learned Chief Justice based his reasons 
for judgment on Section 11 of the Unfair Competition Act and Article 10 bis. of 
the International Convention which, he pointed out, give to the court a wide dis- 
cretion to prevent all acts “likely to create confusion’ and any business practice 
“contrary to honest industrial and commercial usage.” 

This is a considerably different interpretation than was given to that section by 
Maclean, J., in A. C. Spark Plug v. Canadian Spark Plug Service, et al. (1935), 
Ex. C. R. at p. 69 and Kitchen Overall & Shirt Co., Ltd. v. Elmira Shirt & Overall 
Co., Ltd. (1937), Ex. C. R. at p. 233. It would now appear that proper weight may 
be given to Section 11 of the statute and to the Article of the Convention on which 
it was based, and that we may no longer be faced with the unpleasant picture of a 
judicial failure to implement an international obligation solemnly entered into 

In the third case, Food Machinery Corporation v. The Registrar of Trade- 
Marks (March 5, 1946), Thorson, J., in the Exchequer Court of Canada, dismissed 
an appeal from the refusal of the Registrar of Trade-Marks to register the words 
‘Food Machinery Corporation” as a word mark in association with the wares spe- 
cified in the application, on the ground that, being the name of a corporation, the 
proposed mark was excluded from registration by Sec. 26 (1)(b) of the Unfair 
Competition Act, 1932. 

Sec. 26 (1)(b) provides that a mark shall be registrable if it is not the name of 
a person, firm or corporation. Sec. 26 (2), however, provides that an application 
for the registration of a word mark otherwise registrable shall not be refused on 
the ground that the mark consists of or includes a series of letters or numerals 


























which also constitute or form part of the name of the firm or corporation by which 
the application for registration is made. Counsel for the appellant read the words 
“constitute or form part of the name” as meaning “constitute the name or form 
part of the name.” In his view the two verbs “constitute” and “form” do not each 
have the same direct object and do not equally govern what follows in the clause, 
the verb “constitute” having “the name” as its direct object and the verb “form” 
governing “‘part of the name.”” From this it was argued that Sec. 26 (2) constitutes 
an exception to 26 (1)(b) and allows the registration of the proposed word mark 
even although it is the name of a corporation and notwithstanding the prohibition 
of Sec. 26 (1)(b). Appellant’s counsel contended that Sec. 26 (2) permits the 
registration of the name of a corporation if it meets the requirements of being a 













“word mark otherwise registrable,” that is to say, if it has “become adapted to dis- 





tinguish” within the meaning of the definition of a trade-mark in Sec. 2 (m) and if 






it is not subject to any of the prohibitions of Sec. 26 (1) and argued that the pro- 





posed word mark met both of these requirements. The Court, however, read the 






words “constitute or form part of the name” as meaning “constitute part of the 








RECENT CANADIAN DECISIONS 43 





name or form part of the name,” In the Court’s view both of the verbs “constitute” 
and “form” have the same direct object and each governs all that follows in the 
clause. That, according to the Court, seemed to be the simple grammatical con- 
struction of the subsection in question and the antithesis between two subsections of 
the same section which would arise if the appellant’s counsel’s submission had been 
agreed to ought not to be attributed to Parliament unless it is necessary to do so and 
if two grammatical constructions of the relative clause are possible, that which 
reasonably avoids such an antithesis should be preferred. 

Thorson, ]., further pointed out that a proposed word mark is subject to a num- 
ber of tests of registrability. In the first place, it must be a “word mark’’ within 
the meaning of the definition in Sec. 2 (0) of the Act and must also meet the re- 
quirement of the definition of a trade-mark in Sec. 2 (m), namely that it is a “sym- 
bol which has become adapted to distinguish.” That means that it must have 
acquired the quality of distinctiveness before it can be registered. Distinctiveness 
is an essential requirement. But distinctiveness by itself is not the only require- 
ment. It is also necessary that there should be no prohibition against its registra- 
tion. Subsection (1) of Sec. 26 provides that a word mark shall be registrable if 
it does not come within any of the prohibitions specified in its six paragraphs; if 
the proposed word mark does come within any of such prohibitions, then it is not 
registrable notwithstanding its distinctiveness. Paragraph (b) prohibits the regis- 
tration of a word mark of the name of a person, firm or corporation. The proposed 
word mark ‘Food Machinery Corporation” is the name of the appellant corpora- 
tion. Even if it be assumed that it has distinctiveness, it is not registrable because 
it falls within the prohibition of Sec. 26 (1)(b) expressed in clear and unmistakable 
terms. 

In considering Sec. 26 (2) Thorson, J., pointed out that the kind of word mark 
contemplated by that subsection is indicated by its concluding words ‘‘part of the 
name of the firm or corporation by which the application for registration is made.” 
If the proposed word mark is “the name” of a person, firm or corporation, its regis- 
tration is prohibited, but if it consists of or includes a series of letters or numerals 
which also constitute or form “part of the name” of the applicant firm or corpora- 
tion, then its registration is not to be refused on that ground. 

Counsel for the appellant relied upon the French version of Sec. 26 (2) which, 
as to the words in dispute, reads “qui constituent aussi le nom de la firme ou cor- 
poration, ou en font partie.”” The grammatical meaning of the French text appears 
to be clear and accords with the appellant’s construction. It was held, however, that 
although its grammatical meaning appears to be plain, it is clear from the contents 
of Sec. 26 that it cannot be the true meaning as intended by Parliament for it also 
runs counter to the expressed intention and declared purpose of the two subsections 
of Sec. 26 when read together. Such a construction woud nullify Sec. 26 (1)(b) 
and constitute a complete antithesis between two subsections of the same section 
which it would be unreasonable to attribute to Parliament. 

It was held further that Sec. 26 (2) does not repeal Sec. 26 (1)(b) by implica- 
tion. The appellant’s construction creates an unnecessary inconsistency and re- 
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pugnancy between the two subsections of Sec. 26, whereas the respondent’s does not 
and is therefore to be preferred. In consequence, the appeal from the Registrar 
was dismissed without costs. 

This case disposes of a question raised for the first time in Canadian trade-mark 
law, namely, the ratio decidendi to be adopted where antithetical meanings can be 
taken from the English and French texts of the statute, both of which are authorita- 
tive. The ingenious nature of the submission made by appellant’s counsel has been 
carefully and exhaustively considered by the learned President, and a perusal of 
his reasons for judgment will indicate, if it may be said with respect, an eminently 
satisfactory solution of a problem by no means simple. 

The learned President also sheds further light on the question of the principles 
to be applied when dealing with the registrability of word marks, a matter which he 
thoroughly discussed and illuminated in his reasons for judgment in the case of 
Fisher v. British Columbia Packers Ltd. (1946), 5 Fox Pat. C. 50. A compendious 
and sharply-pointed statement on registrability is furnished by three short sentences : 
“Distinctiveness is an essential element. But distinctiveness by itself is not the 
only requirement. It is also necessary that there should be no prohibition against 
its registration.” That statement amounts approximately to a summary of the 
principles applicable on the entire question of registrability. 

Canada is in a somewhat unique position in providing statutory prohibition 
against registration of corporate names. In the United States under the Act of 
1905 as amended the only issues are whether the name is otherwise registrable or 
not (Cf. In re Nisley Shoe Co., 58 F. 2d 426) and whether it is merely the name or 
part of the name of another Corporation. (Cf. American Steel Foundries Co. v. 
Robertson, 269 U. S. 372). Sec. 9 (1)(a) of the British Trade-Marks Act, 1938, 
provides that “the name of a company, individual, or firm, represented in a special 
or particular manner” constitutes one of the essential particulars of a mark for pur- 
poses of registration. The Canadian restriction seems somewhat artificial. 

The fourth case is also a judgment of Mr. Justice Thorson in the Exchequer 
Court of Canada delivered on March 8, 1946, in the case of Battle Pharmaceuticals 
v. Lever Brothers, Limited. This case concerns only points of practice before the 
Exchequer Court and arose on a motion under Sec. 52 of the Unfair Competition 
Act, 1932, to expunge the word mark “Vimms’” on the ground of non-user. 

Upon preliminary objections being taken to the proceedings, it was held that it 
is not a condition precedent to the filing of an originating notice of motion under 
Sec. 42 that the petitioner should first make an application to the Registrar under 
Sec. 49. 

Where there is no rule of procedure for any matter in the Exchequer Court, 
Rule 42 provides that the practice and procedure shall conform to and be regulated 
by, as near as may be, that obtaining in similar proceedings in the Supreme Court 
in England. 

Where there is no evidence whether the plaintiff is an individual or a partner- 
ship, no objection can be taken to the constitution of the action or the style of cause. 

A motion made pursuant to an originating notice of motion filed under Sec. 52 is 
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not an interlocutory motion and statements in an affidavit filed in support of it based 
on information and belief are no admissible as proof of the grounds on which the 
motion is made. The only material on the motion being an affidavit based on in- 
formation and belief, it was held that there was no proof before the Court of non- 
user by the respondent of its trade-mark since its registration and the motion must 
therefore be dismissed. 

While the Court might, in a proper case, grant an adjournment in order to per- 
mit the petitioner to perfect his material, there was no object in granting any such 
concession to the petitioner, in view of the decision in British Drug Houses, Ltd. v. 
Battle Pharmaceuticals, expunging the petitioner's mark “Multivims.” 





QUANTITATIVE AND QUALITATIVE TESTS OF 
DESCRIPTIVENESS 


By Morton L. Leavy 


The muddy waters which commonly serve as the line of demarcation between 
the concepts of “descriptiveness” and suggestiveness”! become even more turgid 
when the mark involved reveals in part the content or substance of the product. 
For here there may be the added complicating factor of misdescriptiveness sufficient 
to preclude the mark from protection. It is hardly surprising then, that the de- 
cisions of the Courts in this field are far from consistent—though the knots in which 
the law in this regard has become entwined at times seem to outdo the mythical 
Gordian. 

Thus, various “Bromo” marks have been before the Courts on numerous oc- 
casions, with conflicting results. An early decision of the New York Court of Ap- 
peals held “Bromo-Caffeine” to be a valid trade-mark, and the word “Bromo” 
to be suggestive rather than descriptive.2 More recently, a Federal decision found 
“Bromo Quinine” to be descriptive and not the proper subject matter for a trade- 
mark.* Patent Office decisions are in accord.* And in an earlier decision involv- 
ing the same mark, a preliminary injunction was denied where the Court found, 
on conflicting affidavits, that “Bromo” was a descriptive word used by plaintiff 
for the purpose of inducing the belief that bromine was a leading constituent in its 
compound, when in fact it was not an ingredient. 





1. Derenberg, Trade-Mark Protection and Unfair Competition (1936) was forced to con- 
clude (pp. 269-71) : “Where the line of demarcation lies between such valid suggestive marks 
and invalid descriptive marks is quite difficult of determination. ... One must agree with Nims 
and Spencer that no sharp line of distinction exists between these two classes of cases. It is no 
wonder, therefore, that in almost all cases in which the validity of a trade-mark is challenged 
because of its alleged descriptive character, the owner of the mark asserts, in an attempt to re- 
tain his exclusive possession that it is not used in a descriptive, but solely in a suggestive sense.” 

2. Keasbey v. Brooklyn Chemical Works, 142 N. Y. 467 (1894). 

3. Paris Medicine Co. v. Brewer, 17 F. Supp. 7 (D. Mass., 1936). See also Grove Lab. v. 
Brewer, 103 F. (2d) 175 (C. C. A. 1, 1939). 

4. Ex parte Grove (1894) C. D. 69; Ex parte Paris Medicine Co., 20 U. S. P. Q. 164 (C. P., 
1934). In the latter case, registration was permitted, however, under the ten-year proviso of the 
Act of 1905. 

5. Paris Medicine Co. v. Hill, 102 Fed. 148 (C. C. A. 6, 1900). 
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applied to a 
medical preparation, came before the Courts on a number of occasions. In an early 
case, the Ninth Circuit Court upheld the mark and deemed it infringed by de- 


Similarly, some fifty years ago, the trade-mark “Syrup of Figs’ 










fendant’s “Fig Syrup.”® <A few years later, a contrary result was reached by the 
Sixth Circuit, where the Court not only held the mark to be descriptive, but went 
further and found the plaintiff guilty of misrepresentation.‘ The question as to 
the validity of the mark was finally taken to the Supreme Court, which held the 
mark to be so calculated to deceive the public as to be disentitled to protection.® 

Insofar as general principle is concerned, the Supreme Court established many 
years ago in the case of Brown Chemical Co. v. Meyer, 139 U. S. 540 (1891), that 
the mere fact that the mark gives no exact knowledge as to the composition or 
formula of the product, does not in itself result in the mark being suggestive. Thus 
it held that the words “Iron Bitters” applied to a medicinal compound were “‘so far 
indicative of the ingredients, characteristics and purposes of the plaintiff’s prepara- 
tion as to fall within the scope of those decisions” establishing that merely descrip- 
tive words cannot be monopolized.® 

The test to be applied has been thus phrased: 

















The true test, it appears to me, must be not whether the words are exhaustively de- 
scriptive of the article designated, but whether in themselves, and as they are commonly 
used by those who understand their meaning, they are reasonably indicative and descriptive 
of the thing intended. If they are thus reasonably descriptive, and not arbitrary, they can- 
not be appropriated from general use, and become the exclusive property of any one. 
(Italics added.)?° 




















The application of the rules becomes especially difficult when the ingredient 
denominated in the mark is quantitatively of small proportionate value to the prod- 
uct. The Courts have not too frequently attempted to assay the importance of such a 
factor, but there is some authority to the effect that a quantitative test may be applied. 
Thus, in Ethyl Gasoline Corp. v. Jay-Craver, Inc., 4 F. Supp. 264 (W. D., Mo., 
1933), the Court held plaintiff’s trade-mark containing the word “Ethyl” to be 
valid and said (p. 266) : 










It may be true that a chemical substance known as “ethyl” is introduced by plaintiff 
into its compound, but the proportion thereof is very small, and is by no means descriptive 
of the product used by the parties.™ 













6. Improved Fig Syrup Co. v. California Fig Syrup Co., 54 Fed. 175 (C. C. A. 9, 1893). 

7. California Fig Syrup Co. v. Stearns, 73 Fed. 812 (C. C. A. 6, 1896). 

8. Worden v. California Fig Syrup Co., 187 U. S. 516 (1902). 

9. In Ex parte Spayd (1899) C. D. 19, 20, Commissioner Duell, refusing registration to 
“Hydro-Bromo Soda Mint” interpreted the Supreme Court decision as follows: “The Supreme 
Court held the term ‘Iron Bitters’ to be indicative of the ingredients and characteristics of the 
preparation to which the alleged trade-mark was applied. Yet that term does not clearly in- 
dicate what special ingredients are employed in the article. Bitters, as generally understood, be- 
ing a liquor in whch bitter herbs or roots are steeped, one would gather from reading the words 
‘Iron Bitters’ that the article was such a liquor, containing in addition thereto some one of the 
many preparations of iron... . Being taught by the decision of the United States Supreme Court 
that the term ‘Iron Bitters’ is not a lawful trade-mark, it must be held that ‘Bromo Soda Mint’ 
is not, and therefore the decision of the Examiner of Trade-Marks is affirmed.” (Italics added. ) 

10. Rumford Chemical Works v. Muth, 35 Fed. 524, 527 (C. C., D., Md., 1888), appeal 
dismissed 145 U. S. 652 (1891). 

11. See too Allen v. Walker & Gibson, 235 Fed. 230 (N. D. N. Y., 1916) and O’Cedar 
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In recent years, the Coca-Cola Company has urged this contention and has 
found some support therefor in the decisions of lower courts. It will be recalled 
that the Supreme Court, in the famous case of Warner v. Lilly, 265 U. S. 526 
(1924), held ““Coco-Quinine” and “Quin-Coco,” as applied to a liquid preparation 
of quinine in combination with chocolate and other things, to be merely descriptive 
and not susceptible of appropriation as trade-marks. This decision was relied upon 
by the defendants in Coca-Cola v. Dixi-Cola Laboratories, in urging the invalidity 
of the Coca-Cola trade-mark. The Federal District Court distinguished the cases 
in the following language : 


In the Quinine case both of the syllables of both of the names involved were, as the 
Court found, merely descriptive of the primary ingredients of the article itself, namely, 
quinine and chocolate. There was merely an attempt to color and to make more palatable 
a long-established medicine, namely, quinine, by adding chocolate. Jn the case of Coca- 
Cola, on the other hand, it is not true to say that the coca leaf and the cola nut represent 
the basic ingredients because, as a matter of fact, the amounts of coca and cola extract are 
relatively very small—the exact percentages of each being kept secret and not capable of 
ascertainment by laboratory analysis, of the beverage as marketed—and the basic ingre- 
dients are sugar, phosphoric acid and caffeine,—the latter being in relatively small per- 
centage, comparable to the various flavoring materials that are added. (Italics added.) ?* 


Similarly, the Exchequer Court of Canada had previously stated: 


Further, I do not think that the plaintiff’s mark is descriptive or misdescriptive. I do 
not see how it can be said that the compound word “Coca-Cola” is descriptive of the 
plaintiff’s beverage, largely composed of carbonated water, even if it contains a flavouring 
of Coca leaves or the Kola nut... .7° 


Such a test should, however, be applied only with cognizance of the obvious 
distinction between ingredients important merely in terms of volume, and those un- 
important in this sense but basic to the product for other reasons; as, for example, 
those which impart a particular flavor or odor to the product. These basic “quali- 
ties” will, of course, differ for different classes of goods. With perfume, scent is 
all-important ; with digestive tablets, ability to aid digestion is of primary signifi- 
cance ; with chewing gum and soft drinks, it is flavor that predominates. In each 
case, the volume of the ingredient present is of secondary importance as compared 
with its aptitude for producing the desired quality. 

This distinction was explicity recognized in a number of cases involving the 
word “Spearmint” as a trade-mark for chewing gum. In Wrigley v. Grove, 183 





Corp. v. F. W Woolworth Co,, 66 F. (2d) 363 (C. C. A. 7, 1933), cert. den. 291 U. S. 666 
(1934), in which “O’Cedar” and “Cedarine” were held to be valid marks for polishing wax. 
In both cases, the courts remarked that cedar oil constituted but a small part of the wax (less 
than two per cent) and was used to impart a scent to the product and destroy the otherwise 
objectionable odor of the polish. But see to the contra: the Canadian case of Channell Ltd. v. 
Rombough [1924] S. C. R. 600, holding “O’Cedar” to be descriptive; and Young v. Macrae 
(1862), 9 Jur. N. S. 322, in which “paraffine oil” was deemed to be invalid, despite the conten- 
tion that the product “only contains paraffine in very small quantity, and not in larger propor- 
tions than it contains many of the other oils or other substances of which it is composed. . . .” 

12. 31 F. Supp. 835, 838 (D., Md., 1940), modified 117 F. (2d) 352 (C. C. A. 4, 1941), 
cert. den. 314 U. S. 629 (1941). 

13. Coca-Cola Co. of Canada v. Pepsi-Cola of Canada [1938] Ex. C. R. 263, rev’d [1940] 
S. C. R. 17, appeal to Privy Council dismissed [1942] 2 D. L. R. 657. 
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Fed. 99 (C. C. A. 2, 1910), the Court held there could be no valid trade-mark in 
the word, and stated (p. 100): 


The right to make and sell chewing gum out of ingredients not deleterious to health 
and to flavor it with wintergreen, vanilla, strawberry, pineapple, spearmint or any other 
flavoring material, is inherent in every citizen, whether a corporation or an individual. 
Having a right to make and sell gum, it follows, as a necessary corollary, that he has the 
right to describe it. The flavor is a very important factor, regarding which the public 
desires to be informed and which the seller has a clear right to communicate, if, indeed, he 
is not under obligation to do so. If his gum be flavored with spearmint, for instance, he 
cannot inform the public of this fact without using the word “Spearmint,” and to deprive 
him of that privilege is to interfere with his rights. Spearmint is a descriptive term as 
applied to chewing gum, and no one can deprive a manufacturer of its use or appropriate 
it as a trade-mark. (Italics added.) ** 


More recently, the New York Supreme Court ruled as to perfume: 


I now come to the Le Blume case. ...In the course of its discussion, the court divided 
perfumes into two classes: Those which duplicate the odor of a flower, and those which are 
distinct and original blends, in which there is no attempt to duplicate the odor of any 
flower or natural product. I mention this only because it indicates recognition of the fact 
that a perfume is to be judged primarily by the odor which it duplicates, and not by the 
character of its ingredients. I have therefore disregarded the question of the composition 
of the perfume of either plaintiff or defendant in the instant case. (Italics added.) 


Logically, the same considerations of “qualitative” importance should be applied 


also where it is claimed that the mark may be misleading, 1.e., misdescriptive or 
fraudulent. Thus in the famous L’Origan case, the Circuit Court of Appeals, 
adopting the language of Judge Learned Hand in the District Court, said: 


The name of a scent, when descriptive, means, not that the compound contains it as an 
ingredient, but that it smells like the thing. It would be, for instance, misleading to name 
a scent rose or lilac, because it contained an imperceptible quantity of those essences, if it 
did not smell like the flowers. It is therefore quite idle to show that D’Heraud puts some 
origan in his scent, and that Coty does not. Neither fact has any bearing whatever on 
whether the name is true or false as description. A name means what people understand 


it to say.?® 

The Court was thus in effect stating that a perfume mark may be misdescriptive 
despite the fact that the product includes an ingredient whose name comprises the 
mark, provided only that the scent of the perfume does not resemble that of the 
specified ingredient. And conversely, it would follow that a mark might be deemed 
descriptive if the product smelled like the thing represented by the mark, despite the 
fact that the product itself contained none of the ingredient. 

Thus it would appear that in a proper case the application of the quantitative 
test may be helpful. But a realistic approach must seek the reason why an in- 
gredient unimportant in volume should be included in or constitute the trade-mark of 
a product. It is submitted that in a large proportion of such instances the ingredient 








14. To the same effect, see Larson v. Wrigley, 253 Fed. 914, 915 (C. C. A. 7, 1918), cert. den. 
248 U. S. 580 (1918) 

15. Caron Corp. v. Conde, 126 Misc. 676, 679 (Sup. Ct., N. Y. Co., 1926). 

16. Le Blume Import Co v. Coty, 293 Fed. 344, 358 (C. C. A. 2, 1923). 
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will prove to be basic for other reasons, and in such instances tests of descriptive- 
ness and misdescriptiveness can be intelligently applied only if cognizance is taken 
of such qualitative values. 





THE DISCLAIMER IN TRADE-MARK CASES 
By Herbert W. Gediman* 


The disclaimer in a Trade-Mark case presented under the Act of February 20, 
1905 can be advantageously used in marks which are composed of two or more 
features, often referred to as “composite marks.” The disclaimers serves the useful 
purpose of distinguishing between matter which is not registerable “per se’ and 
matter which is sufficiently arbitrary to satisfy the requirements of a technical 
trade-mark under this Act. 

While there is no explicit statutory authority for permitting disclaimers in trade- 
mark cases, the practice grew up in the Patent Office after the passage of the 1905 
Act. In 1920 judicial blessing of this practice was received from the Supreme 
Court of the United States in the decision in Beckwith v. Commissioner of Patents? 
in cases where descriptive words were associated with registrable words or were 
a part of an arbitrary or fanciful device, it being not considered necessary to delete 
the descriptive material from the drawing. 

Other examples of matter now disclaimable in a composite mark are: terms 
which are merely geographical ; words which are public property, such as “Brand” 
or “Products”; matter which constitutes merely the name of an individual, firm, 
corporation or association, not distinctly displayed; and pictorial representations 
of the goods upon which the mark is used. 

While there is a wide variety of acceptable language, a typical form of disclaimer 
reads as follows: 

No claim is made to the geographical term “New York” apart from the mark as 
shown. 

In many disclaimers there is added to the foregoing appropriate language to the 
effect that the disclaimer is without prejudice to the Common Law rights of the ap- 
plicant in the mark. 

3y a disclaimer, the applicant indicates that while he does not assert a right to 
monopolize the disclaimed words, terms, expressions, notations or pictorial matter, 
all of which are public property and not subject to exclusive appropriation, he does 
assert a right to exclude others from their use in conjunction with the specific 
feature or features which, together with the disclaimed matter, compose his trade- 
mark. 

It is well settled that a mark which includes undisclaimed descriptive matter is 
not registrable under the Act of 1905. Illustrative of this established practice is 
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1. 252 U. S. 538; 274 O. G. 613. 
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the decision in Ex parte Continental Scale Corporation,* in which Acting Com- 
missioner Frazer affirmed the action of the Examiner of Trade-Marks in requir- 

ing a disclaimer of the word “Weigh” from the notation “Health-o-Weigh” as a 

trade-mark for weighing scales. 

When the matter sought to be disclaimed outstandingly dominates the entire 
mark, registration under the 1905 Act is refused. Typical decisions supporting 
this procedure are Jn re Sears, Roebuck & Company, 30 C. C. P. A. 710; 547 
O. G. 397; and American Brewing Company, Inc. v. Delatour Beverage Corpora- 
tion (American Dry Corporation, Assignee, Substituted), 26 C. C. P. A. 778; 501 
O. G. 293. Ina case of this type, if the mark is registrable at all, it would be under 
the Act of March 19, 1920, upon deletion from the Statement any disclaimer which 
may have been made during its presentation under the Act of 1905, and upon 
proper compliance with the requirements of bona-fide use for not less than one 
year in interstate or foreign commerce. (In cases presented under the 1920 Act, 
no disclaimers are permitted. ) 

In Ex parte American Bearing Corporation,* First Assistant Commissioner 
Frazer affirmed the refusal of the Examiner of Trade-Marks to register a mark 
which was dominated by geographical and descriptive matter which applicant at- 
tempted to disclaim. In Ex parte Lummis & Company,* the mark, which was used 
on a peanut confection, consisted of the words “Lummis Krispy Krunch ‘The 
Ole-Fashioned Kind’”’ with an elliptical shaped yellow background. All the word- 
ing was disclaimed. Regardless of the disclaimer, registration was refused on the 
ground that the wording dominated the background. In Ex parte Douglas Aircraft 
Co., Inc.,® the mark consisted of a relatively large representation of the world, 
showing three airplanes encircling the same, together with the name “Douglas” 
arcuately arranged about the upper portion of the world and the words ‘First 
Around the World” on a banner arcuately arranged about the lower portion of the 
representation of the world. The name “Douglas” was disclaimed apart from the 
mark as shown. It was held that inasmuch as the disclaimed ‘Douglas’ was the 
part of the mark most likely to be remembered as indicating the origin of the goods 
and was thus dominant, registration under the Act of 1905 must be refused. In 
composite marks of this character, it is the proper and necessary duty of the Patent 
Office to determine what feature or features dominate the mark; to grant registra- 
tion under the Act of 1905 with its dominant feature or feaures disclaimed would 
constitute a mere evasion of the statutory bar to registration.* 

If a composite mark is composed of two features, one of which is disclaimed, 
obviously this tends to emphasize the other word. However, in evaluating the 
mark for the purpose of determining its registrability ; or, where such composite 


mark is already registered, for consideration of the pertinency of the registered 






In re American Cyanamid & Chemical Corporation 26 C. C. P. A. 712; 39 U. S. P. Q. 445. 
166 M. D. 800; 66 U. S. P. Q. 127. 
166 M. D. 332; 59 U. S. P. Q. 166. 
166 M. D. 259; 58 U. S. P. Q. 565. 
166 M. D. 766; 65 U. S. P. Q. 251. 
Ex parte Kem Card Sales Corporation, 163 = D. 171; 39 U. S. P. Q. 354; Ex parte 
Arnold, Schwinn & Company, 163 M. D. 483; 45 U. S. P. Q. 361. 
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mark as an anticipating reference against future applications, the mark must be 
considered as a whole. The fact that conflicting words are disclaimed is not con- 
trolling because in many cases the disclaimer does not prevent the likelihood of 
confusion. Some leading decisions illustrating these principles are: Gillette v. 
Gillette Safety Razor Co.;% Joseph Tetley & Co., Inc. v. Bay State Fishing Co.;° 
California Prune and Apricot Growers Association v. Dobry Flour Mills, Inc.;'° 
Nehi Corporation v. House-Hold-Pac Corporation;11 J. Greenbaum Tanning Co. 
v. Respro, Inc.;42 and C. B. Shane Corporation v. Desmond’s.13 

A disclaimer of an essential feature merely for the purpose of avoiding an 
anticipating reference is not permitted. ‘The disclaimer would slumber in the 
archives of the Patent Office while the mark would be used as registered. That is 
to say, the disclaimer would make no difference to the public. Such a subterfuge 
should not be permitted.” 14 

The foregoing review is illustrative of the efforts of the Patent Office and the 
Federal Courts to carefully guard against the exclusive appropriation of words, 
notations and expressions which belong to the public; and to prevent the useful 
purpose of the disclaimer from being converted into an instrument which would 
serve to arouse a likelihood of confusion in the minds of the public as to the owner- 
ship and origin of conflicting marks. 





8. 436 O. G. 5; 65 F. (2d) 266. 

9. 468 O. G. 278; 23 C. C. P. A. 969. 

10. 101 F. (2d) 838; 40 U. S. P. Q. 616. 

11. 143 F. (2d) 613; 31 C. C. P. A. 1101. 

12. 494 O. G. 6; 25 C. C. P. A. 899. 

13. 559 O. G. 367; 60 U. S. P. Q. 196. 

14. Fischbeck Soap Company v. Kleeno Manufacturing Co., 216 O. G. 663; 44 App. D. C. 6. 
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